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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 1,17 and 40 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Paieniabilhy shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1, 7, 11, 12, 17-20, 24, 40, and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kobayashi (US Patent No. 7,295,339) in view of Ma (US Publication No. 
2002/0102022). 

Regarding claim 1, Kobayashi'339 teaches a method for enabling electronic document 
ratification (signed authentic documents, abstract), the method comprising: a printing device (fig. 
7) receiving an electronic document transmitted to the printing device from a separate sending 
device via a network(electronic mail communication, column 12, line 40-42); the printing device 
adding the handwritten content to the electronic document without replacing original content of 
the electronic document (synthesize image data and signature information, S6, Fig. 6). 
Kobayashi'339 fails to teach the printing device printing the electronic document to provide a 
recipient with a hard copy of the entire document upon which the recipient can write; the printing 
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device scanning handwritten content manually handwritten on the hard copy of the entire 
document by the recipient. 

Ma '022 teaches printing the electronic document to provide a recipient with a hard copy 
(as shown in Fig. 2) of the entire document upon which the recipient can write (handwritten 
annotation, paragraph 0025) and scanning handwritten content manually handwritten on the hard 
copy of the entire document b y the recipient (Fig. 8 and further, paragraph 0046); 

Since Kobayashi printer already have a scanning capability (24, fig. 7), having a system 
of Kobayashi'339 reference and then given the well-established teaching of Ma'022 reference, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify the system of signed-document creation system Kobayashi'339 reference to 
include scanning handwriting as taught by Ma'022 reference because the result of the 
combination would have been predictable. 

Regarding claim 17 and 40, Kobayashi'339 teaches a system for enabling electronic 
document ratification (signed authentic documents, abstract), the system comprising: a sending 
device configured to transmit an electronic document (communication apparatus, column 12, line 
30-35); and a printing device configured to receive the electronic document transmitted by the 
sending device (communication apparatus, column 12, line 30-35), and to add only the 
handwritten content to the electronic document without replacing original content of the 
electronic document (synthesize image data and signature information, S6, Fig.6). 
Kobayashi'339 fails to teach to print the electronic document to provide a recipient with a hard 
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copy of the document upon which the recipient can write; to scan handwritten content of the 
printed document manually handwritten on the hard copy by the recipient. 

Ma '022 teaches to print the electronic document to provide a recipient with a hard copy 
(as shown in Fig. 2) of the document upon which the recipient can write (handwritten annotation, 
paragraph 0025); to scan handwritten content of the printed document manually handwritten on 
the hard copy by the recipient (Fig. 8 and further, paragraph 0046). 

Since Kobayashi printer already have a scanning capability (24, fig. 7), having a system 
of Kobayashi'339 reference and then given the well-established teaching of Ma'022 reference, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify the system of signed-document creation system Kobayashi'339 reference to 
include scanning handwriting as taught by Ma'022 reference because the result of the 
combination would have been predictable. 

Regarding claim 7, Ma'022 (in combination with Kobayashi'339) teach wherein 
scanning handwritten content comprises the printing device only scanning the manually 
handwritten content (Fig. 8 and further, paragraph 0046). 

Regarding claim 1 1, 24, and 41, Kobayashi'339 (in combination with Ma'022) teach 
wherein adding the handwritten content comprises the printing device adding the handwritten 
content within an input block of the electronic document (S5 and S6, Fig. 4). 
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Regarding claim 12, Kobayashi'339 (in combination with Ma'022) teach further 
comprising at least one of the printing device reprinting the electronic document after the 
handwritten content has been added (S8, Fig 4), transmitting the electronic document after the 
handwritten content has been added (signed mail transmitted, column 12, line 35), and storing 
the electronic document after the handwritten content has been added. 

Regarding claim 18, Kobayashi'339 (in combination with Ma'022) teach wherein the 
printing device comprises at least one of a digital sender and a multi-function peripheral (MFP) 
device (column 11, 55-60). 

Regarding claim 19, the combination of Kobayashi'339 (in combination with Ma'022) 
teach wherein the printing device comprises a multi-function peripheral (MFP) device 
configured to print, copy, scan, and transmit documents (Kobayashi'339 column 11, 55-60). 

Having a system of Kobayashi'339 reference and then given the well-established 
teaching of Iggulden'723 reference, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the system of signed-document creation 
system Kobayashi'339 reference to include scanning handwriting as taught by Iggulden'723 
reference, since doing so would increase the versatility of the signed-document creation system. 

Regarding claim 20, Kobayashi'339 (in combination with Ma'022) teach wherein the 
printing device comprises a document scanner (numbers 24, 25, Fig. 1). 
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4. Claims 8, 9, 21, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi (US Patent No. 7,295,339) in view of Ma (US Publication No. 2002/0 102022)as 
applied to claims 1, 7, and 20 above, and further in view of Hart (US Patent No. 5,694,494). 

Regarding claim 8 and 21, the combination of Kobayashi '339 and Ma'022 fail to teach 
wherein only scanning the manually handwritten content comprises the printing device only 
scanning handwritten content contained within an input block of the document. 

Hart'494 teaches only scanning the manually handwritten content comprises the printing 
device only scanning handwritten content contained within an input block of the document (Fig. 
6). 

Having a system of Kobayashi'339 in combination with Ma'022 reference and then given 
the well-established teaching of Hart'494 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the combined system of 
signed-document creation system of Kobayashi'339 and Ma'022 as explained in claims 1,17, 
and 40 above, to include scanning handwriting in a input block as taught by Hart'494 reference 
because the results of the combination would have been predictable. 

Regarding claim 9 and 22, the combination of Kobayashi'339 and Ma'022 fail to teach 
wherein scanning handwritten content comprises the printing device scanning an entire printout 
of the document and comparing data obtained through the scanning with data of the received 
electronic document to identify the handwritten content was added by the recipient. 
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Hart'494 teaches wherein scanning handwritten content comprises the printing device 
scanning an entire printout of the document and comparing data obtained through the scanning 
with data of the received electronic document to identify the handwritten content was added by 
the recipient (comparing the two images with each other, column 4, line 48). 

Having a system of Kobayashi'339 in combination with Ma'022 reference and then given 
the well-established teaching of Hart'494 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the combined system of 
signed-document creation system of Kobayashi'339 and Ma'022 as explained in claims 1, 17, 
and 40 above, to include the comparison techniques as taught by Hart'494 reference because the 
results of the combination would have been predictable. 

5. Claims 3, 14-16, and 25 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi (US Patent 7,295,339) in view of Ma (US Publication No. 2002/0 102022).as applied 
to claim 1 and 17 above, and further in view of Brown (US Patent 6,671,805). 

Regarding claim 3, the combination of Kobayashi'339 and Ma'022 fail to teach wherein 
receiving an electronic document comprises the printing device receiving a PDF file. 

Brown' 805 teaches receiving an electronic document comprises the printing device 
receiving a PDF file (column 4, line 13). 

Having a system of Kobayashi'339 in combination with Ma'022 reference and then given 
the well-established teaching of Brown' 805 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the combined system of 
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signed-document creation system of Kobayashi'339 and Ma'022 as explained in claims 1,17, 
and 40 above, to include a specific file format as taught by Brown' 805 reference because the 
results of the combination would have been predictable. 

Regarding claim 14, the combination of Kobayashi'339 and Ma'022 fails to teach the 
sending device identifying an input block of the electronic document prior to transmitting the 
electronic document to the printing device. 

Brown' 805 teaches the sending device identifying an input block of the electronic 
document prior to transmitting the electronic document to the printing device (number 116, Fig. 
1, column 11, 65-67). 

Having a system of Kobayashi'339 in combination with Ma'022 reference and then given 
the well-established teaching of Brown' 805 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the combined system of 
signed-document creation system of Kobayashi'339 and Ma'022 as explained in claims 1,17, 
and 40 above, to include input block identification as taught by Brown'805 reference because the 
results of the combination would have been predictable. 

Regarding claim 15, the combination of Kobayashi'339 and Ma'022 fails to teach further 
comprising the sending device adding metadata to the electronic document that identifies that the 
electronic document is to be ratified prior to transmitting the electronic document to the printing 
device. 
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Brown' 805 teaches the sending device adding metadata to the electronic document that 
identifies that the electronic document is to be ratified prior to transmitting the electronic 
document to the printing device (number 1 16, Fig. 1, column 11, 65-67). 

Having a system of Kobayashi'339 in combination with Ma'022 reference and then given 
the well-established teaching of Brown' 805 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the combined system of 
signed-document creation system of Kobayashi'339 and Ma'022 as explained in claims 1, 17, 
and 40 above, to include metadata as taught by Brown' 805 reference because the results of the 
combination would have been predictable. 

Regarding claim 16, the combination of Kobayashi'339 and Iggulden'723 fails to teach 
further comprising the sending device adding metadata to the electronic document that identifies 
a location of an input block of the electronic document prior to transmitting the electronic 
document to the printing device. 

Brown' 805 teaches comprising the sending device adding metadata to the electronic 
document that identifies a location of an input block of the electronic document prior to 
transmitting the electronic document to the printing device (number 116, Fig. 1, column 1 1, 65- 
67). 

Having a system of Kobayashi'339 in combination with Ma'022 reference and then given 
the well-established teaching of Brown' 805 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the combined system of 
signed-document creation system of Kobayashi'339 and Ma'022 as explained in claims 1,17, 
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and 40 above, to include metadata as taught by Brown' 805 reference because the results of the 
combination would have been predictable. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

(US Publication No. 2003/0163785) 

(US Patent No. 7,042,594) 

(US Patent No. 7,227,997) 

(US Publication No. 2005/0114772) 

(US Patent No. 6,880,124) 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LAWRENCE E. WILLS whose telephone number is 
(571)270-3145. The examiner can normally be reached on Monday-Friday 9:30 AM - 
6:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, King Poon can be reached on 571-272-7440. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/King Y. Poon/ 

Supervisory Patent Examiner, Art Unit 2625 
LEW 

December 15, 2008 



